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DETAILED ACTION 
Remarks 

Claims 1, 2, 4-26, and 35-38 are pending. In the response filed 06/25/2008, Applicants 

canceled claim 3 and amended claim 4. Claims 5, 6, 9-26, and 35-38 are withdrawn from 
consideration as being directed to non-elected subject matter. Claims 1, 2, 4, 7, and 8 are under 
examination. 

In the response filed 06/25/2008, Applicants assert that a terminal disclaimer was filed to 
U.S. Patent 7,083,928. However, no terminal disclaimer was actually filed, nor was a terminal 
disclaimer required for overcome any of the rejections set forth in the 03/26/2008 Office Action. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 

more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 120 as follows: 
The later-filed application must be an application for a patent for an invention which is also 
disclosed in the prior application (the parent or original nonprovisional application or provisional 
application). The disclosure of the invention in the parent application and in the later-filed 
application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 1 12. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 
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The disclosure of the prior-filed application, Application No. 60/474,950, fails to provide 
adequate support or enablement in the manner provided by the first paragraph of35U.S.C. 112 
for one or more claims of this application. Provisional Application No. 60/474,950 does not 
provide support for the instant claims 7 and 8, which are directed to SEQ ID NO: 3. SEQ ID 
NO: 3 is not supported by the 60/474,950 application but first appears in the PCT/CA04/00824 
application. Thus, claims 7 and 8 are provided the benefit of the filing date of 
PCT/CA04/00824, which is 06/03/2004. Claims 1, 2, and 4 are provided the benefit of the filing 
date of the provisional application 60/474,950, which is 06/03/2003, as these claims are 
supported by the 60/474,950 application. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 4, 7, and 8 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention because claim 4 depends from canceled claim 3. For the 
purposes of examination these claims have been interpreted as depending from claim 1 

Claim Rejections - 35 USC § 103 - Withdrawn 
The rejection of claims 1-4 under 35 U.S.C. 103(a) is withdrawn in view of the 
cancellation of claim 3 and Applicant's arguments that the LeClerc, et al. reference is not 
available as prior art under 35 U.S.C. 103(a). 



Application/Control Number: 10/559,098 
Art Unit: 1635 



Page 4 



Claim Rejections - 35 USC § 103 - New 
Claims 1, 2, and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ho, et 
al. (2002, item 16 on 12/01/2005 IDS) and Gold (1996, JBC, v.270:13581-4, of record). 

The claims are to an optical sensor for detecting a target comprising a single-stranded 
aptamer complementary to the target, and a water-soluble cationic polythiophene derivative of 
the formula shown in claim 1 . Claim 2 specifies that the target is selected from the group 
consisting of potassium ions, small organic molecules, amino acids, proteins, whole cells, and 
nucleotides. Claim 4 specifies that the aptamer is single-stranded DNA (ssDNA). 

Ho, et al. teach an optical sensor for detecting a target comprising a ssDNA 
complementary to the target and the exact water-soluble cationic polythiophene derivative of the 
formula shown in claim 1 (see Scheme 1, Polymer 1 on page 1549). Ho, et al. teach the use of 
this optical sensor for detecting a nucleic acid target (p. 1550, first column) and that the optical 
sensors could be used for the detection of DNA-hybridization events (p. 1 55 1 , first column). Ho, 
et al. do not teach that the ssDNA of their optical sensor is an aptamer. 

Gold teaches that aptamers are ssDNA molecules that interact with target molecules 
(p. 13581, first paragraph and first paragraph of second column). Gold also teaches that the 
aptamers are useful for detecting proteins and that the aptamers can be modified with 
visualization-enhancing adducts and reporters (p. 13583, "Uses of Molecules Derived from 
SELEX"). 

It would have been obvious to one skilled in the art at the time of the instant application 

to make a polythiophene-ssDNA complex for detecting target molecules, as taught by Ho, et al. 
It further would have been obvious to use an aptamer in the polythiophene-ssDNA complex 
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because aptamers are ssDNA molecules that bind to target molecules. One of ordinary skill in 
the art would immediately recognize that an aptamer could be substituted for the ssDNA in the 
ssDNA-polythiophene complex taught by Ho, et al. with a reasonable expectation of success. 
Thus, claims 1, 2, and 4 would have been obvious at the time of filing of the instant application. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ho, et al. 
and Gold as applied to claims 1, 2, and 4 above, and further in view of Michaud, et al. 
(02/15/2004, Analytical Chemistry, V.74: 1015-20). 

The claims are to an optical sensor for detecting D-adenosine comprising the aptamer 
having SEQ ID NO: 3 and a water-soluble cationic polythiophene derivative of the formula 
shown in claim 1 . 

Ho, et al. and Gold teach polythiophene-aptamer optical sensor complexes as described 

in the above rejection of claims 1, 2, and 4. Ho, et al. and Gold do not teach the complexes 
wherein the aptamer is SEQ ID NO: 3 and recognizes the target, D-adenosine. 

Michaud, et al. teach the D-adenosine-specific aptamer having the precise sequence of 
the instantly claimed SEQ ID NO: 3 (Figure 1, "ADE"). Michaud, et al. teach that the D- 
adenosine-specific aptamer was usefiil for distinguishing between the adenosine enantiomers, D- 
adenosine and L-adenosine (p. 1016, bottom of right column; p. 1017, Figure 2). 

It would have been obvious to one skilled in the art at the time of the instant application 
to make a polythiophene-ssDNA optical sensor complex for detecting a target molecule wherein 
the ssDNA is an aptamer, as taught by Ho, et al. and Gold. It fiirther would have been obvious 
to use the aptamer having SEQ ID NO: 3 in the polythiophene-aptamer because Michaud, et al. 
teach that SEQ ID NO: 3 is an aptamer usefiil for detecting D-adenosine and using this aptamer 
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would have been a simple substitution of one aptamer for another known aptamer. Thus, claims 
7 and 8 would have been obvious at the time of filing of the instant application. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JENNIFER PITRAK whose telephone number is (571)270-3061 . 
The examiner can normally be reached on Monday-Friday, 8:30AM-5:00PM, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James (Doug) Schultz can be reached on 571-272-0763. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jennifer Pitrak, PhD 

Examiner 

Art Unit 1635 

/Tracy Vivlemore/ 

Primary Examiner, Art Unit 1635 



